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DETAILED ACTION 

1. The Action is responsive to Applicant's Application filed March 15, 2004. Please 
note Claims 1-32 are pending. 

Information Disclosure Statement 

2. Information Disclosure Statements filed March 15, 2004 is considered and 
corresponding PTO-1449 is electronically signed and attached. 

Drawings 

3. The drawings, filed March 15, 2004, are considered in compliance with 37 CFR 1 .81 
and accepted. 

Claim Rejections - 35 USC § 101 



4. 35 U.S.C. § 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



4.1. As set forth in MPEP 2106 (II) (A): 

The claimed invention as a whole must accomplish a practical application. That is, it must produce a 
"useful, concrete and tangible result," State Street, 149 F.3d at 1373, 47 USPQ2d at 1601-02. The 
purpose of this requirement is to limit patent protection to inventions that possess a certain level of "real 
world" value, as opposed to subject matter that represents nothing more than an idea or concept, or is 
simply a starting point for future investigation or research (Brenner v. Manson, 383 U.S. 519, 528-36, 148 
USPQ 689, 693-96); In re Ziegler, 992, F.2d 1197, 1200-03, 26 USPQ2d 1600, 1603-06 (Fed. Cir. 1993)). 
Accordingly, a complete disclosure should contain some indication of the practical application for the 
claimed invention, i.e., why the applicant believes the claimed invention is useful. 

Apart from the utility requirement of 35 U.S.C. 101 , usefulness under the patent eligibility standard 
requires significant functionality to be present to satisfy the useful result aspect of the practical application 
requirement. See Arrhythmia, 958 F.2d at 1057, 22 USPQ2d at 1036. Merely claiming nonfunctional 
descriptive material stored in a computer-readable medium does not make the invention eligible for 
patenting. For example, a claim directed to a word processing file stored on a disk may satisfy the utility 
requirement of 35 U.S.C. 101 since the information stored may have some "real world" value. However, 
the mere fact that the claim may satisfy the utility requirement of 35 U.S.C. 101 does not mean that a 
useful result is achieved under the practical application requirement. The claimed invention as a whole 
must produce a "useful, concrete and tangible" result to have a practical application. 
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4.2. Claims 15-32 are rejected under 35 U.S.C. § 101 because the claimed invention is 
directed to non-statutory subject matter. 

As per claim 16, the claimed invention represents an apparatus for notifying user of 
domain activation comprising of software modules to perform functional steps. 
However, the apparatus does not have any hardware for supporting to perform the 
steps. The steps comprised in the apparatus are abstract because no concrete, useful 
or tangible result ensued from the intentional steps. However, a tangible, concrete and 
useful result is required in a practical application test. The consequence is non- 
statutory. 

As per claim 31 , the claimed invention represents an apparatus for notifying user of 
domain activation comprising of means for performing functional steps. However, the 
apparatus does not have any hardware for supporting to perform the steps. Further, the 
Specification does not show any evidence of providing hardware in supporting means 
for performing the designated functional steps. The means for comprised in the 
apparatus are abstract because no concrete, useful or tangible result ensued from the 
means for performing the functional steps. However, a tangible, concrete and useful 
result is required in a practical application test. The consequence is non-statutory. 

As per claims 17-29, the claims inherit the deficiency of being non-statutory from claim 16, 
and do not remedy the deficiency individually or by inheritance. The consequence is non- 
statutory. 
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As per claims 1 5, 30 and 32, the claims are directed to computer readable medium 
including machine readable instructions. However, "computer readable medium 
including machine readable instructions" comprises wireless telecommunication signals 
and carrier waves, forms of energy. As forms of energy, the signals and waves are not 
a matter, composition of matter or product; and do not fall within any one of categories 
of patentable subject matter. For further rejecting the claims under 35 USC §102 or 35 
use §103, Examiner interprets "computer readable medium" as "computer readable 
storage medium". 

Claim Rejections - 35 USC § 103 

5, The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims under 35 U.S.C. 103(a), 
the examiner presumes that the subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was not commonly owned at 
the time a later invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and 
potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

5.1. Claims 1-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over Burstein et 
al. (U.S. Patent 7.076,541, hereafter "Burstein") in view of Colvig et al. (U.S. Patent Application 
2004/0133664. hereafter "Colvig"). 
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As per claim 1 , Burstein teaches "A method of notifying a user of the activation of a 
domain" (See Col. 3, lines 15-41 where request for domain change information is 
received, extracted, processed and responded), comprising: 

"receiving a domain change request from a requesting entity" (See Col. 8, lines 25-40 
where operator enters domain change request text which is received by the front-end 
server of a domain server); and 

"logging information obtained from the domain change request" (See Col. 8, lines 37-44 
where the front-end server of the domain server parses message text received, extracts 
information from the text and generates a change request command). 

Burstein does not explicitly teach "monitoring a change implementation entity to 
determine when a domain specified in the domain change request has become active", 
although Burstein teaches gathering information about identity of active domain name at 
col. 7, lines 58-62. 

However, Colvig teaches monitoring and determining IP address change by pinging a 
server using a first IP address at Fig. 4, elements 425-440 and Page 4, [0052]-[0054]. 

It would have been obvious to one having ordinary skill in the art at the time of the 
applicant's invention was made to combine the teaching of Colvig with Burstein 
reference by implementing facility to monitor connectivity of changed domain name 
because both references are directed to managing internet entity changes where Colvig 
teaches IP address change while Burstein focuses on domain name change, and the 
combined teaching of the references would have equipped Burstein's shared registry 
system with monitoring functionality to further facilitate the updating of domain name 
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and IP address, and identification of successful registered entries to the registry where 
the functionality is desired in a system managing a plurality of domain names for a 
plurality of different registrants. (See BACKGROUND OF THE INVENTION of the two 

references). 

The combined teaching of the Colvig and Burstein references further teaches 
"sending a notification to a recipient entity when the domain has been determined to 
become active" (See Colvig: Fig. 4, elements 4450 and Page 4, [0054] where user is 
indicated to that the server has switched to the new IP address, and Burstein: col. 14, 
lines 43-48 where back-end server sends information about validated change of an 
identity of the authorized domain name servers to an operator via front-end server). 

As per claim 16, Burstein teaches "An apparatus for notifying a user of the activation 
of a domain" (See Col. 3, lines 15-41 where request for domain change information is 
received, extracted, processed and responded), comprising: 

"interface logic configured to receive a domain change request from a requesting entity" 
(See Col. 8, lines 25-40 where operator enters domain change request text which is 
received by the front-end server of a domain server); and 

"monitoring setup logic configured to log information obtained from the domain change 
request" (See Col. 7, lines 51-53 and col. 8, lines 37-44 where the front-end server of 
the domain server parses message text returned by an operator, extracts information 
from the text and generates a change request command). 
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Burstein does not explicitly teach "monitoring logic configured to monitor a change 

♦ 

implementation entity to determine when a domain specified in the domain change 
request has become active", although Burstein teaches gathering information about 
identity of active domain name at col. 7, lines 58-62. 

However, Colvig teaches monitoring and determining IP address change by pinging a 
server using a first IP address at Fig. 4, elements 425-440 and Page 4, [0052]-[0054]. 

It would have been obvious to one having ordinary skill in the art at the time of the 
applicant's invention was made to combine the teaching of Colvig with Burstein 
reference by implementing facility to monitor connectivity of changed domain name 
because both references are directed to managing internet entity changes where Colvig 
teaches IP address change while Burstein focuses on domain name change, and the 
combined teaching of the references would have equipped Burstein's shared registry 
system with monitoring functionality to further facilitate the updating of domain name 
and IP address, and identification of successful registered entries to the registry where 
the functionality is desired in a system managing a plurality of domain names for a 
plurality of different registrants. (See BACKGROUND OF THE INVENTION of the two 
references). 

The combined teaching of the Colvig and Burstein references further teaches 
"notification logic configured to send a notification to a recipient entity when the domain 
has been determined to become active" (See Colvig: Fig. 4, elements 4450 and Page 4, 
[0054] where user is indicated to that the server has switched to the new IP address, 
and Burstein: col. 14, lines 43-48 where back-end server sends information about 
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validated change of an identity of the authorized domain name servers to an operator 
via front-end server). 

As per claim 31, Burstein teaches "An apparatus for notifying a user of the activation 
of a domain" (See Col. 3, lines 15-41 where request for domain change information is 
received, extracted, processed and responded), comprising: 
"means for receiving a domain change request from a requesting entity" (See Col. 8, 
lines 25-40 where operator enters domain change request text which is received by the 
front-end server of a domain server); and 

"means for logging information obtained from the domain change request" (Col. 8, lines 
37-44 where the front-end server of the domain server parses message text received. 
. extracts information from the text and generates a change request command). 

Burstein does not explicitly teach "means for monitoring a change implementation 
entity to determine when a domain specified in the domain change request has become 
active", although Burstein teaches gathering information about identity of active domain 
name at col. 7, lines 58-62. 

However, Coivig teaches monitoring and determining IP address change by pinging a 
server using a first IP address at Fig. 4, elements 425-440 and Page 4, [0052]-[0054]. 

It would have been obvious to one having ordinary skill in the art at the time of the 
applicant's invention was made to combine the teaching of Coivig with Burstein 
reference by implementing facility to monitor connectivity of changed domain name 
because both references are directed to managing internet entity changes where Coivig 
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teaches IP address change while Burstein focuses on domain name change, and the 
combined teaching of the references would have equipped Burstein's shared registry 
system with monitoring functionality to further facilitate the updating of domain name 
and IP address, and identification of successful registered entries to the registry where 
the functionality is desired in a system managing a plurality of domain names for a 
plurality of different registrants. (See BACKGROUND OF THE INVENTION of the two 
references). 

The combined teaching of the Colvig and Burstein references further teaches "means 
for sending a notification to a recipient entity when the domain has been determined to 
become active" (See Colvig: Fig. 4, elements 4450 and Page 4, [0054] where user is 
indicated to that the server has switched to the new IP address, and Burstein: col. 14, 
lines 43-48 where back-end server sends information about validated change of an 
identity of the authorized domain name servers to an operator via front-end server). 

As per claims 2 and 17, the combined teaching of the Colvig and Burstein references 
further teaches "the domain change request instructs the change implementation entity 
to create a new domain name" (See Burstein: col. 3, lines 1-5 where an entry of domain 
name is created to the shared registry). 

As per claims 3 and 18, the combined teaching of the Colvig and Burstein references 
further teaches "the domain change request instructs the change implementation entity 
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to update an existing domain name" (See Burstein: col. 4, lines 39-42 where registrants 
registering new domain name, maintaining domains and updating domain information). 

As per claims 4 and 19, the combined teaching of the Colvig and Burstein references 
further teaches "the logging of information obtained from the domain change request 
includes recording a domain name identified in the domain change request" (See 
Burstein: col. 3, lines 28-32 where domain name information is extracted from request 
message). 

As per claims 5 and 20, Colvig does not explicitly teach "the logging of information 
obtained from the domain change request includes recording a time stamp that is 
related to a time at which the domain change request was made". 

However, Burstein teaches recording registry system update time stamp at Fig. 4. 

It would have been obvious to one having ordinary skill in the art at the time of the 
applicant's invention was made to include time stamp data of the request because 
recording timestamp of transaction is such a popular practice that internet transaction 
log normally contains timestamp information of user's each transaction. 

As per claims 6 and 21, the combined teaching of the Colvig and Burstein references 
further teaches "the logging of information obtained from the domain change request 
includes recording a notification address used to send the notification to the recipient 
entity" (See Burstein: col. 14, lines 43-48 where back-end server sends information 
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about validated change of an identity of the authorized domain name servers to an 
operator via front-end server). 

As per claims 7 and 22, the combined teaching of the Colvig and Burstein references 
further teaches "the logging of information obtained from the domain change request 
includes recording an updated name server address associated with the domain 
specified in the domain change request" (See Burstein: col. 7, lines 5-1 1 where server 
provides domain name update information to domain registration system for updating 
the domain name). 

As per claims 8 and 23, the combined teaching of the Colvig and Burstein references 
further teaches "the monitoring of the change implementation entity includes 
determining whether a predetermined time has elapsed since the domain change 
request was received, and if so, querying the change implementation entity" (See 
Colvig: Page 4, [0051] where time interval was set for pinging an IP address to 
determine connectivity). 

As per claims 9 and 24, the combined teaching of the Colvig and Burstein references 
further teaches the monitoring includes determining the predetermined time by looking 
up the predetermined time in a configuration table" (See Colvig: Page 4, [0051] and 
[0056]-[0057] where time intervals were set for pinging an IP address to determine 
connectivity). 



Application/Control Number: 10/801,451 
Art Unit: 2167 



Page 1 2 



As per claims 10 and 25, the combined teaching of the Colvig and Burstein 
references further teaches "the monitoring includes sending a domain name system 
(DNS) request to the change implementation entity, and receiving a reply back from the 
change implementation entity that reflects whether the domain is active or not" (See 
Colvig: Fig. 4, elements 425-440 and Page 4, [0052]-[0054] where monitoring and 
determining IP address change is performed by pinging a server using a first IP 
address, and Burstein: col. 14, lines 43-48 where back-end server sends information 
about validated change of an identity of the authorized domain name servers to an 
operator via front-end server). 

As per claims 1 1 and 26, the combined teaching of the Colvig and Burstein 
references further teaches "repeating the sending of a request and receiving of a reply 
until a reply is received that indicates that the domain is active" (See Colvig: Fig. 4, 
elements 425-440 and Page 4, [0052]-[0054] where monitoring and determining IP 
address change is performed by periodically pinging a server using a first IP address 
until a target stops to respond, and Burstein: col. 14, lines 43-48 where back-end server 
sends information about validated change of an identity of the authorized domain name 
servers to an operator via front-end server). 

As per claims 12 and 27, the combined teaching of the Colvig and Burstein 
references further teaches "the reply received from the change implementation entity 
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provides an address of a domain name server in the domain name system" (See Colvig: 
Fig. 4, elements 450 and Page 4, [0054] where a new IP address is brought up). 

As per claims 13 and 28, the combined teaching of the Colvig and Burstein 
references further teaches "a determination of whether the domain is active or not is 
made by comparing the address specified in the reply with a stored updated name 
server address, wherein the domain is determined to be active when the address 
specified in the reply matches the stored updated name server address" (See Colvig: 
Fig. 4, elements 450 and Page 4, [0054] where user is indicated to that server is 
bringing up TCP/IP using second IP address suggests the second address is compared 
and different to the first address). 

As per claims 14 and 29, the combined teaching of the Colvig and Burstein 
references further teaches "the sending of the notification comprises sending an 
electronic mail message to the recipient entity" (See Colvig: Page 1, [0007]-[0008] and 
Page 6, [0074] where IP address information is sent and received between computers). 

As per claims 15, 30 and 32, the combined teaching of the Colvig and Burstein 
references further teaches "A computer readable medium including machine readable 
instructions for implementing the receiving, logging, monitoring, and sending" (See 
Burstein: Col. 3, lines 15-41 and col. 6, lines 36-62 where request for domain change 
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information is received, extracted, processed and responded and tlie implementation is 
embodied as software residing on storage medium). 

Conclusion 

6. The prior art made of record • 

A. U.S. Patent No. 7,076,541 

B. U.S. Patent Application 2004/0133664 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

C. U.S. Patent Application 2004/0172470 

D. U.S. Patent No. 6,965,584 

E. U.S. Patent Application 2002/0010682 

F. U.S. Patent Application 2004/0078487 

G. U.S. Patent Application 2002/0016789 

Contact Information 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kuen S Lu whose telephone number is (571 ) 272- 
41 14. The examiner can normally be reached on Monday-Friday (8:00 am-5:00 pm). 
If attempts to reach the examiner by telephone pre unsuccessful, the examiner's 
Supervisor, John Cottingham can be reached on (571) 272-7079. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for Page 13 



Application/Control Number: 10/801,451 
Art Unit: 2167 



Page 15 



published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 886-217-9197 (toll-free). 



Kuen S. Lu 




Patent Examiner, Art Unit 2167 



September 8, 2006 



